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RECEIVED 
CENTRAL FAX CENTER 

OCT t 6 2008 

Docket No.: A01477 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Application No. 10/660,186 

Applicant Ronald Scott Beckley 

Filed 9/1 1/2003 

Title : Michael Addition Compositions 

TC/ArtUnit 1713 

Examiner : Michael Bernshteyn 

Mail Stop Petition 
Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 

PETITION UNDER 37 CFR §1.181(A) 
TO WITHDRAW HOLDING OF ABANDONMENT 

Sir: 

On October 7, 2008, the United States Patent and Trademark Office (herein 
"USPTO") mailed a Notice of Abandonment for the above-identified US Patent 
Application. Applicants respectfully request that the holding of abandonment be 
withdrawn. Applicants' reasons for this request are as follows. 

Summary 

On March 1 1, 2008, the USPTO mailed a Pre-Brief Appeal Conference Decision 
to Applicants. That decision stated, "The rejection is withdrawn and a new Office Action 
will be mailed. No further action is required by applicant at this time." 

The next paper received by Applicants was a Notice of Abandonment mailed on 
October 7, 2008, which stated that the Application was abandoned due to "Applicant's 
failure to timely file a proper reply to the Office letter mailed on 1 1 March 2008." 

Applicants submit that no Rejection subsequent to the Pre-Brief Conference 
Decision of March 1 1, 2008 was received by Applicants. Additionally, Applicants 
submit that no Rejection subsequent to the Pre-Brief Conference Decision mailed on 
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March 1 1, 2008 was placed in the Image File Wrapper of USPTO's Patent Application 
Information Retrieval system (herein "PAIR"). Consequently, because no Rejection was 
either mailed or made available on PAIR, Applicants submit that there was no rejection 
on record to which Applicants could reply. Therefore, Applicants respectfully request 
that the holding of abandonment be withdrawn. 

Evidence relevant to these arguments is presented herein below. 

USPTO's PAIR 

Appendix 1 (attached hereto) is a printout of the Image File Wrapper of PAIR for 
the present application. This printout shows that a Pre-Brief Conference Decision was 
mailed on 03-1 1-2008 and that the next document mailed was the Abandonment mailed 
on 10-07-2008. Applicants point out that no Rejection is recorded in the Image File 
Wrapper subsequent to the Pre-Brief Conference Decision of 03-1 1-2008. 

Appendix 2 is included here to verify that the document stored in the Image File 
Wrapper of PAIR is indeed the decision of the Pre-Appeal Brief panel. When the link in 
the Image File Wrapper of PAIR labeled "Pre-Brief Appeal Conference decision" is 
followed, the document that appears is reproduced in Appendix 2. This document is 
indeed the "Notice of Panel Decision from Pre-Appeal Brief Review." 

Appendix 3 is included here for completeness. Appendix 3 is a printout of the 
"Transaction History" of PAIR. The Transaction History shows that a document was 
prepared on 03-10-2008 and then mailed on 03-1 1-2008. The Transaction History 
characterizes that document as "Non-Final Rejection." 

Applicants' Records 

Correspondence from USPTO in the present application is mailed to the Patent 
Department of Rohm and Haas Company at 100 Independence Mall West, Philadelphia 
PA 19106-2399. A paper copy of each received item is stored. Additionally, each mail 
item that is received is scanned and stored electronically in Rohm and Haas's "Electronic 
File Wrapper" (herein "EFW"). Thus the list of items available for viewing in the EFW 
is a reliable list of the items that have been received from the USPTO. 
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Attached hereto (Appendix 4) is a list, generated by the software that is used for 
maintaining the EFW, of the items that are available for viewing in the EFW for the 
present Application, which has Applicants' Attorney Docket Number AO 1477. Papers for 
the present application in the United States are shown under the subheading "US/' For 
the time period from March 1 1, 2008 to the present, this list shows the same items as the 
USPTO's Image File Wrapper in PAIR. That is, the EFW list shows that Applicants 
received the Pre-Brief Appeal Conference decision that was mailed on 03-1 1-2008 and 
the Notice of Abandonment mailed on 10-07-2008. As the EFW list verifies, Applicants 
did not receive any Rejection subsequent to the Pre-Brief Appeal Conference Decision 
mailed on 03-11-2008. 

The document listed in the EFW for 03/1 1/2008 is the Notice of Panel Decision 
from Pre- Appeal Brief Review mailed on 03/11/2008, identical to the document 
displayed herein below in Appendix 2, 

The undersigned Agent has reviewed the file of paper copies of documents 
received from the USPTO in this application- That review verified that the record as 
shown in the EFW agrees with the record as shown by the file of paper copies of the 
documents. 

Also attached hereto are two 'Docket Reports." Each Docket report is a "to do" 
list for the undersigned Agent When a document is received by Rohm and Haas by mail 
from the USPTO, an administrative assistant makes a record of that document in 
computer software called Computer Packages Inc., which generates the Docket Report 
showing the appropriate due dates. For example, when a Non-Final Rejection or a Final 
Rejection is received, the mailing date is noted, and a "response due" is generated with a 
due date that is three months from the mailing date of the rejection. 

Attached hereto (Appendix 5) is one page of a Docket Report printed on 03-Jun- 
2008 (as shown in the lower left-hand corner). This Docket Report shows that there is no 
item with a due date of 1 1 -Jun-2008. If a Rejection in the present case had arrived 
containing a rejection (either final or non-final) and having a mailing date of March 11, 
2008, the Docket Report would have shown a response due date for docket number 
A01477 of 11 ^Jun-2008. Therefore, the Docket Report shown in Appendix 5 supports 
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Applicants 1 assertion that no Rejection containing a rejection and having a mailing date of 
March 1 1, 2008 was received. 

Also attached hereto (Appendix; 6) is a Docket Report printed on 14-Oct-2008. 
This report displays an item (described as "Confirm Abandonment?") due on 21-Oct- 
2008 for Docket Number AO 1477. Thi$ item is attached to the present paper to verify 
that the system in place at Rohm and Haas is reliable. That is, when the Notice of 
Abandonment arrived, the due date for the standard response action to such documents 
was properly generated, and the due date properly appeared in the proper Docket Report. 
Therefore, the image in Appendix 6 supports the assertion made herein above that, 
because the Docket Report system is reliable, Applicants are confident that if a Rejection 
had been received that was mailed by USPTO on March 1 1 , 2008, then a due date of 1 1 - 
Jun-2008 would have appeared on the Docket Report of Appendix 5. 

Conclusion 

Between March 1 1 , 2008 and thl present, no Rejection subsequent to the Pre- 
Brief Appeal Conference Decision that was mailed on 03- 1 1 -2008 was received by 
Applicants. Additionally, no such Rejection was placed into the Image File Wrapper of 
PAIR. Applicants' records and the Image File Wrapper of PAIR agree on these points. 
Consequently, because no there is no Rejection on record subsequent to the Pre-Brief 
Appeal Conference Decision mailed on p3-l 1-2008, Applicants respectfully submit that 
the holding of abandonment is impropeii and Applicants respectfully request that the 
holding of abandonment be withdrawn. : 

i 

Applicants submit that the above arguments are sufficient to demonstrate that the 
holding of abandonment should be withdrawn. In addition to the above arguments, 
Applicants wish to comment on the Transaction History of PAIR. The Transaction 
History shows that exactly one documeijt was prepared on 03-10-2008 and then mailed 
on 03-1 1-2008. The only means that Apjplicants have to learn the contents of that 
document is the Image File Wrapper of PAIR. The Image File Wrapper shows exactly 
one document mailed on 03-1 1-2008, which is the Notice of Panel Decision from Pre- 
Appeal Brief Review. Consequently, Applicants concluded that the one document 
mailed on 03-1 1-2008 was the Notice of Panel Decision from Pre-Appeal Brief Review, 
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and Applicants submit that this conclusion is the reasonable conclusion based on the 



based on the information in PAIR is that a Notice of Panel Decision from Pre- Appeal 
Brief Review was mailed on 03-1 1-2008 and that a Rejection was not mailed on 03-1 1- 
2008. 

In sum, Applicants submit that Applicants did not receive a Rejection subsequent 
to the Notice of Panel Decision from Pre>-Appeal Brief Review mailed on 03-1 1-2008 and 
that no such Rejection existed on PAIR, j Consequently, Applicants submit that the 
present Application should not be held abandoned, and Applicants respectfully request 
that the holding of abandonment be withdrawn. 

No fees are believed to be due in connection with the submission of this Petition; 
however, if any such fees, including petition or extension fees, are due, the 
Commissioner is hereby authorized to charge them, as well as to credit any 
overpayments, to Deposit Account No. 16-1850. 



information available on PAIR. That is, Applicants submit that the reasonable conclusion 



Respectfully Submitted, 



Rohm and Haas Company 
Independence Mall West 
Philadelphia, PA 19106-2399 




Agent for Applicants 



Registration No. 51,798 
Tel: 215-619-5242 
Fax: 215-619-1612 



Date: October 16, 2008 
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Notice of Panel Decision from Pre-Appeal Brief Review 

mm,, 

TW& Is in response to me PreWVppeal Brief Request far Review fled 

1. □ fcnp roper Request - The Request £ Improper and b conference wflf rwt be held tor the following 
reasons): 

BTTta Notice of Appeal has rtol beef) TQed concurrent with the PreV^peaJ Brief Request 
The request does not include reasons why a review is appropriate. 
O A proposed amendment is Included *tth the Pre^Appeal Brief request 

□ Other: 

The time panod lor fling a response corujfiues to run from the receipt dale of the Notice of Appeal or from 
the met! date of the last Office communication, if no Notice of Appeal has been received. 



2. □ Proceed to Board of Patent Appeite and Metferwiessj-APre^pprt 
hekL The application remains under appeal because there is el toast one actual issue lor appeal. Applicant 
ts required to submit en appeal brief In accordance with 37 CFR 41 .37. The time period for Ming an appeal 
brief wil be reset to be one month from mifflng this jfecbtort, or the balance of the hwo-morrth time period 
rvnneig from the receipt of the nottae of appeal, whichever is greater; Further, the tfrns perfod for fling of the 
appeal brief is extendible under 37 CFR f ,1 36 based upon the man date of this decision or the receipt date 
of the note* of appeal, as applicable. 

□ The panel has determined the status of the ctaimfa) is as follow 



Cla)m(sj objected la _ 
Ctaim(») rejected: _ 



Claim(s) withdrawn from consideration: 

3. O Allowable application - A conference has bean bald. The rejection b withdrawn and a Notice of 
Allowance win be malted. Prosecution on tfre merits remains-dosed. No further action is required by 
applicant at trrts time. 



4. H Reopen Prosecution - A conference hg* been held. The rejection b withdrawn and a new Office 
— iwfii be mailed. No further action is required by applicant at tnts time. 



All participants: 
(2) 




U.S. P*eot and Trademark CMfloe 



Part of Paper No, 20080221 



j 
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Rasponsa due 


Nomas* Based Michael Addition CcrrrpoaBtons. 


PBAP 


21>iujv2D08 


ACT 456 EP 


51(4) check fls be4 approval 


Method For Preparing A Bonded Composite. 


PflAP 


21-Jun-2006 


A0178ZCL 


Copy of PCT or EP Soarcb Rot 


CorepQsalons WTth Cyctopjopenes. 


AGRO 


21-jufT-aooe 


A01782CR 


Certified Copy oJ US Oram 


Composalone With, cyctopiupenes. 


AGRO 



O3^]tffv200a 
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AppLNo. 10/660,186 



Docket No. AO 1477 



Appendix 6: Docket Report printed on 14-Oct-2008 (one page) 



Rohm and rise* Company 



fi Oft P. H mwq 



Complete Docket Report By Attorney 
up to ai-J$n-2009 



3S 



07-Jun-2006 


A01956US 


Filing Reminder 


Method fcwoMng High Plant Denafty 


AGRO 


07-JUV2O06 


A01956US 


Foreign Fling Reminder ; 


Method krobtvHgh Plant DensOy 


AGRO 


13-Sep-3006 


A01791 EP 




Cornpostaons wan cyciopwpenes And Non- 
HyLiiu^aihan OUs. 


AQRO 


ta-Qcp-SQOd 


AO T 960 US 


FJDng Hwnkrosf 


OYTinpnnpnuB muni cv 
CCMPOSniONS 


AGRO 


1>Sep-2000 


A0 19 60 US 


Foreign PUig RamMv 


CVCLOPROPENE COMPLEX 
OOMPOSITK3F4S 


AQRO 




A0 1983 US 


Filing Reminder 




PBPLA 


O&OttaflOB 


AO1033US 


Foreign Ring Reminder. 


Method of BnuWan Pc^merfxetiOA 


PBPLA 


03-O<*200fl 


A01986US 


Filing Reminder 


Hak StyHng Composition 


PXiPC 




A0188SUS 


Foreign Fflhg Reminder 


» Stylng eompoattton 


PX&PC 


i20cwoos 


AD1B74JP 


Deferred Exam 


Surtqeo Promoted Mienooi cure Oomposittons. 


PBAP 


16-Oc«008 


A01714US1 


Due Date- Election 


Plant Growth RBsjutatkm. 


AGRO 


ieOct-2006 


A0147SA JP 


Response re Amendment 


Method* of Using Michael AddJ&on 
CompMUpoa. 


PBAP 


to-oc*-2ooe 


A01645EP 


Clabne and pnnQng fees 


Process For Mating Urstharie-Contalnhg 
St"ic±un^ArrfTheStnx^un»M»oeTh#o^ 


PBAP 


l9-Od-200d 


A0179ICN 


Response final extension : 


Oo^osapns WBh CyctopTOpenes And Non- 
Hydrocarbon OQp. 


AGRO 


21-0*2008 


A01477US1 


Ccnfrm Abandonmenl? 


Michael AddMon OotnposBon. 


PBAP 


21-Oct-200fl 


A017S2CL 


Copy of PCT or. EP Sesidh ft* 


. CoreposffiDna Wrth CycJbpropenes. 


AGRO 


21-Oct-2008 


A017QZCR 


Certified Copy q* L« Grant 


Oompsenam wnn cyeioprapsms, 


AGRO 


23-Oct-SDQa 


A01S56CO 


Response 


CompostQans with Cyotoprapenee And MefaJ- 
CoroplejdnflAgeQhi. 


AGRO 


24-OCK2Q0S 


A013Z7A US 


Issue Fee Due ! 


METHOD OF APPLYING REMOVABLE 
COATTNOCOMPOSmONS 


PCfFC 




A01583JP 


Response , 


Material* For Bcndtog Elastomer. 


PBATR 


24-Oct-200e 


A01792OO 


Request Examination 


CompoarOqns WMi CydopropenRS. 


AGRO 


24-OCK2008 


A01B29US I 


Information Drsdosure 6tmn| 


OHFormmgfiona 


AGRO 


2&Oot-2OO0 ' 


A0 1791 US 1 


Appeal BrteJ Due 


OompocMone WSh Cyotopmpenea And Non- 
Hydrocarbon OBs. 


AGRO 


2frOct*008 


97075EUS 


Improper CPOA Loiter 


PROCESS FDR PREPARING POLYMER 
EMULSIONS AND POLYMERS FORMED 
THERFROM. 


pca Admin 


2*Oct-2008 


A01645US 


2 Month Due Date 


Procese ForMakkig Uretane-Contalnhg 
Structures And The Structures Made Thereby 


PBAP 
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